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SUPPLEMENTAL EXAMIWER ,, $ ANSWER 
While the [Board's iremmaimd assents tthatt the examraimier's amiswer imidandes the 
"devel©pmniemitt ©ff anew issues", fit lacks the wfisd©mra amidl camid©r tt© delineate what 
they aireo The DeSeiraa pattemitt was cfitedl ©mi The lNI©ttice ©ff I&efferemices Cntted amid 
applied inn the cflaimni re|ectti©mis ion its eontirety amid on©tt ami a piecemnieaB mniamimier as 
seems tt© be c©misttinuied fey the b©ard„ Dun {fact the IDeSemia pattemitt has beemi applied 
agaimistt the appealed amid simrailar claimms simce March ©ff 1 9 9B inn m© Iless tha&n six 
separate actti©mis (copies attached) 0 The issone fis a simniple (Fact ©if onatoiire, amid it 
has mi©tt chamiged simice 1998. That is, the amra©miinitt ©ff x-ray abs©rptti©mi ©IF ami 
©bjectt ©IF amiy c©mnip©s5ttn©mi imicreases with the ©Ibjject tthickmiesso C©miverseBy, the 
amra©iLDinitt ©IF x-rays that pass through the samnie ©bjjectt imicreases as the tthickmiess ©ff 
the ©bjjectt decreases* This is a Daw ©ff physics that is kmi©wmi t© the very mi©voce 
physicist, amid it camimi©t Ibe altered by secti©mi 11 32 dedarati©miSo 

The rec©rd sh©aoId ffunirtther sh©w that examniimiers are mot permniitted by 
©ffffke p©B5cy tt© resp©mid t© reply brieffSo lNI©miettheless, examrafimier will earnestly 
c©mniply with what he perceives the IB©ard's directive t© be<, 

The Amiswer 

The detailed readimig ©IF claimni 2@ ©mi ©eSemia referred tt© inn tthe remraamid is 
direct rebnattaD tt© appellant's arg&mnniemitts imi his brief that the cflanmro distimigiLODshes 
©ver the pattemitt amid is tthuis mi©tt a onew issnae.. 

The IRepfly [Brief 

Page 2 repeats the pr©clammatD©mi that B>e§emia songgests tthatt his mmarkers are 
©f a mmaterial that is "radoopa^aDe", amid appellamit w©nnld have ass believe tthatt tthis 
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means a material that blocks (absorbs) 100% off all x rays at aDD energies*. Amid 
as has been observed previously "radiopaque" 5s synonymous in tine art with —x- 
ray absorptive^" amid does not mniean ttlhatt it will mot pass some radiattiomi as 
asserted by appellant More importantly amid irrefutably, PeSena's markers are 
made off aluminum (limies 11 11 -1 3 off column 3) as are appellant's (claim 21). 
Appellant Unas beemi challenged previously to explain how bis aluminum diffffers 
ffirom PeSena's, bunt ME MAS FADIEP TO P® S®o 

Appellant insists at length (pages 2-5) that tine PeSena markers are 
configured for podiatry,, While this position is correct, it is totally immaterial 
since appellant's claims do not exclude Ms markers ffrom podiatry • Mor is there 
any reason to believe that PeSena's markers may not be employed in general 
radiography, and appellant has ©ffffered no evidence to support such a premise*. 
Again, the question to be judged is whether or not PeSena teaches an adhesively 
applcable x-ray marker that is partly opaque (5e partly translucent) <> 

Similarly pages 6 and 7 seek to pull attention away from the relavant 
portions off the PeSena teaching by fixating on PeSena's desire to encompass the 
region off interest*. PeSena simply wants to ensure that a physician examining 
the radiograph including marker images does not overlook an important anomaly 
which could easily occur iff the region was marked only by an arrow (which 
would not encompass) o This is explicitly explained in lines 48=58 off column 1 
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©ff the pattemitt amid has on© beairiimig ©on radi©pacotty ©ff the mraarker as aurgnned by 
appefllamitto 

The issioe to lb© resolved, tthemi, is whetther ©r mi©tt BteSemia's mniarker ns 
paotoaDiy radi©Il(iflcemitt, parttoafflly radi©pa<jpeo THne desired penf©irmniamice ©If ©eSemia's 
mniarker is ©MttMmied inn Dimies 24-31 ©ff c©Ddomnim) 11 amid 5s the same as that deffimied inn 
appealed clanmni 2©i 

IHIighflighttimig the area ©ff omitterestt with a mniarker that ns easily seemi ©mi the 
radi©graph ff©cwisses the p©diattir5stt , s atttemitt8©mi amid thus aids nun detemnm&mininig 
the c©aorse ©ff treatmraemitto [Fanfare t© s© mraark the radiograph, ©r mraarknmig inn 
stwch a way that eveira smniali p©rtti©mis ©ff the area ©ff imiterest are ©bsanred may 
seiri©MsIIy himider the dnagmi©sttnc examraimiatt5©mi ©ff the pr©blemni areao 

Whole limies 62-65 ©ff c©famnimi 4 ©ff IDeSemia explains 

Inn the preferred emrab©dimniemitt said afliinmniimittomni ns dep©sitted ©onto sand adhesive 
tape 11 t© a tthickmiess sonffffknemitt t© highflight ami area ©ff nmitterestt with clarottyo 

Dm ©ther w©rds, the degree ©ff opacity ©r x-ray abs©rpt5©mi is a ffomictn©mi ©ff the 
tthickmiess ©ff the deposited afamniimiiinmni, amid PeSemia imisttmLnctts thatt the thickmiess ©r 
abs®rptt5©mi os post euKsxmgh to mraake the minarker vnsibDe ion the imniag© bunt mi©tt to 
obscure dettaaDs sh©nnld it omiadverttemittly be placed over a vital regiomi bemieatth the 
skimu The Dast paragraph ©ff page 7 ©ff the brieff gr©ssBy mniisrepresemits the IDeSemia 
tteachimig imi alleging that the "thickmiess" discussed inn c©famnimi 4 ©ff the patemit reffers 
to "Dione" thickmiesso M©where d©es PeSeona evemi aDfade t© mniarker lime tthickmiesso 
father limies 52-69 ©ff the c©famnimi describe a pr©cess by which afamnratLninni ns vap©r 
dep©sited through a stemicoQ ©mitt© tthe adhesive tapes 
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Said JumaMmra is then vap©r dep©sited tthr©aflgh sand stteiraoH amid ©nut© said 
adhesive tape H 0 Dim the preffemred emrab©diinfliemitt the Mmmmum is dep©sitted ©on 
to said adhesive tape 11 to a tthickmiess sMfffficiemit to highlight ami area off 
amitterestt with ciairityo 

Appellant's represeonttatt5©ini that "thickmiess" here reffers to mniarker limie thickmiess is 
abswird amid onmisiiiipp©irted by evidemice ©r D©gko I&ather domrimig vap©r dep©siti©mi the 
size ©IF the mniarker amid the width ©ff fits Dimies aire g©vermied by the pattern ff©nraied nun 
the sttemcil, amid "thickmiess" trae<q]iLo5v©caIlIly reffers to the depth ©ff the aDaflmranmiiiiimni 
layer that is beimig dep©sited which imi ttonirmi dettennniimies the degree ©ff rado©pacityo 

FMirtheirinni©re, the wide ramige ©ff tthkkmiess/abs©irpti©mi claimed by appellant 
(2-75%) is a dear pr©damraatti©mi that the tthickmiess (amid rado©pacity) 5s mi©tt ciriittical 
to the Smiveinitt5©mi amid that it is subject to the win ©ff the radi©l©gfistto 

Pages 8 amid ? repeat argmimniemits appearing earlier ion the brieffo 

The B>ecBaratt5©mi ®ff C©mramnierc5afl Success 
The commercial success advamiced by appefflamit ns mi©tt germniamie simraply becaoose 
the ©only I5mninttatto©mi lackimig Son the PeSemia d3scD©snflre is the speciffk statemraeent that 
the mniarker mnmiist be Dess tthami QA imiches thick, amid IDeSemia expflncfittBy expflaimis that 
the mraarker mrastt be fftaiblle, which mnieamis that it camimi©tt be aluomniflmnuimni amid be that 
thick. The "©bv5©mismiess" ossmie here is mi©tt ©bvi©iuismiess to mra©diffy a pri©r art 
device as argtwed by appeDIamit boot rather ©bvi©mismiess that the pri©r art device is the 
samme as the device beimig claimniedo 
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Evemi ttowiglhi ttlhe ZSelamiskn decllarattn©mi alleges omicreasQinig sales of tlhe Uglhtt 
flmage Markers, ehe table ait tbe bottom off page 3 stows sun apparairat drop Qira sales 
ffrom 42©© 1 boxes Sim 2©@© t© ©mily 35744 lira 2©© 11 wMcIh Ss event fewer boxes 
titan dqh t999o Jhh (treiradl d©es mi©tt comprise success amid dloes mi©tt sunppoct 
appellant's claim off patentability <> Appellant's increased sales ffronn 11 9 97 to 2©@© 
have have resulted ffromra a compettntor gofimig out off bunsiness amid n©tt ffrom alleged 
pr©danctt advantages*, 

Page 4 assents tlhatt in ©one year appellant achieved a 50% market slhare in 
mammograplhik markers, bant n© evidence is ©ffffered, amid wflnat was tlhe market 
slhare nnn ©tlner years? G)5d it go dowmi fin 2©@© amid 2©© 11 as suggested by tUne table 
at tlhe bottom off page 3? Dt mnifiglht be arg&ned that a 5©% market slhare is omiDy a 
mediocre stowing, especially iff tbere were ©milly two vemidors off mammograplhic 
markerSo 

Page 5 reffers to commonmiicatDoinis ffrom coostomers praising appellant's 
prodonct, bunt mi© c©pies ttlhere©ff have beeini submitted, amid a link t© n©n©bvi©misness 
is n©tt suggested o 

Dt is n©ted tbat exhibits A, IB, amid € depict product pricimig ffor appellant's A 
Sp©ts, O Spots amid S Spots markers respectively, bet there is mi© explanatti©n ©ff 
Ih©w tlhis imiff©rmato©mi relates t© appellant's stamd ©mi mi©mi©bvi©iLosmiesSo 

Observations 
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Although pages 9 and 10 argue claims other than 20, appellant has stated 
that the claims stand or fall together, and the answers have dealt with claim 20 as 
being the first claim of record. 

Pages 1 1 and 1 2 traverse an inherency rejection, but no such rejection has 
been made. 




Craig E. Church 
Senior Examiner 
Art Unit 2882 



